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REMARKS 

Upon entre of the above amendment, claims 1-5, 7, 1 1. 17 and 18 are pending in 
the present appiication. Applicants cancelled claims 6 and 12-16 without prejudice to the 
subject matter contained therein Applicants amended claims 1, 2, 4, 5, 7, 11 and 17 to 
more clearly define the present invention. Applicants added new claims 19 and 20 which 
are supported in origins! ciaims 1 and 5. The specification provides support for the 
amendments and no new matter has been introduced by the instant amendments. 

Sjection/Restrjctions 

The Examiner has rejected Applicants' argument and has maintained the 
restriction requirement. Appficants amended daims 1, 4 and S to bring the daims in 
alignment with the elected subject matter; 

Ctato Rejection under 3S U.S.G, S t12. first Dai^aara ph 

Ctarms 8, 9, 11 and 13-15 stand rejected under 35 U.S.C. § 112, first paragraph, as 
containing suited matter which was not described in the specification in such a way as to 
enabfe one skilled in the art to which it pertains to make and/or use the invention. The 
Examiner argues that method claims are not adequately enabled soiely based on the 
inhibition of Chemokine receptors provided in the specification. Applicants respectfully 
disagree; however in order to expedite prosecution, applicants cancelled daims 8-10 and 
13-15 without prejudice to the subject matter contained therein, and amended claim 1 1 to 
the method of treating a disease selected from the group consisting of rheumatoid arthritis, 
multiple scierosis, Chronic Obstructivs Pulmonajy Disease, psoriasis, dermatitis and 
uveitis. Supports to these amendments can be found for exampie on page 192 of the 
specification. 

The test of enablement Is whether one reasonably skilled in the sri, following the 
teaching of the patent specification coupled with information i<nown in the art at the time 
the patent application was filed, couid make or use the invention without undue 
experimentation. U.S. v. Te!ectronic3 Inc., 857 F. 2d 77S, 8 U.S.P.Q.2d 1217 (Fed. Cir. 
1998). Undue experimentation is experimentation that wouid require a level of ingenuity 
beyond what is expected from one of ordinary skill in the field. Field v. Conover, 170 
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U.S.P.Q. 276. 279 (C.C.P.A. 1871). In re Wands, 8 U.S.P Q, 2d 1400, 1404 {Fed. Cir, 
1988) and In re Jackson, 217 U.S.P.Q. 804. 807 (1982). A patent application, which 
contains a teaching of how to make and use the invention, must be taken as enabling 
unless there is a reason to doubt the truth of the teachings, !n re Marzocchi. 169 U S.P.Q, 
367, 369 (C.C.P.A. 1971). 

Applicants provide guidance on pages 190-191 of the specification on how to test 
the compounds in CCR1 assays and applicants provided in vitro data. Based on these 
data, the disclosure of the specific diseases and the state of the art at the time of fiiing, 
Applicants asserts that that a skilled artisan in medicinal or pharmaceutical chemistry could 
use the compounds of this invention for the diseases listed in amended claim 1 1 . 

Applicant respectfully requests wJthdrawsil pf tt>e 35 U.S.C. §112, first paragraph 
rejection. 

Claim Refectton under 3S U>S.G. S 112. second pafat^raph 

Giaims 1-18 $tand rejected under 35 U.B.O. § 112, second paragmph, as 
aftegedfy being indefinite for failing to particularly point out and distinctly claim the 
s;ul>iect matter which applicants regards as the invention. 

The Examiner rejected the term "carbonyt*. "sulfur", "sulfonyl", "sulfinyf and "oxy" 
as being vague and Indefinite because they are divalent radicals. Applicants disagree 
that the terms are vague and indefinite. Applicants have Indicated the substituent which 
is present on these radical in order to meet the last valency. The terms are aiso defined 
on pages 8 and 9 of the specifications. However, in order to expedite prosecution, 
Applicants amended the claims 1, 2. 4 and 5 to incorporate the definition of the term oxy, 
carbonyi and sulfur and to more clearly define their substitution, which allows to meet the 
desired valency. 

The term "oxy" is defined to be hydroxy or~0- wherein the susbtituent on the 
oxygen is also defined in claim 1 . The term "suffur" is defined on page 9 to include -S-, 
sulfinyl -S{0)- and sulfonyl -S(0)2- and the substituent on sulfur, sulfinyl and suJfonyl is 
also defined in claim 1 , The substituent meets the last valency of the divalent species. 
The term carbonyi is also defined on page 9 to be ~C(0)-, a divalent moiety which is 
substituted by a substituent defined in claim 1 
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The Examiner objected to the phrases "for example" and "e.g.". Applicants 
deleted these phrases in daims 1, 4 and 5, therefore rendering the rejection moot. 

The Examiner rejected the range R1-R4 and R'1-R'4 in daims 1 and 6 as being 
vague and indefinite. Applicants amended dafms 1 and 5 to read RI, R2, R3 and R4 
and R'1, R'3, R'4 respectively. 

li\<st Examiner rejescted tile limitation pf ciaims 1 ^rid 4 in the definition of Q gnd 
Q* belnQ m^pectiv^fy CH, for haftrtng tnsuffrcient anteo^ i>|$is, Ajptpilcants ame^ 
the cferteal error in claims 1 and 4 tp Q aiid Q' being CH2. 

The Examiner refecrted tr^e llmiiatlon "amide; guanidine, sulfonyl, sulfonamide 
and heterooycioalkyr In the definition of R1 in ciaim 2 as lacking antecedent basts. 
ApiSlicants respeetfuJIy disagree^ In claim 1, R1 fe defined as being a substituted 
carbonyi groyp (me carbonyi being defined as -^0(0)- on page 9 of the specification), 
which ©ar bonyl is substituted with amino;, and which amino can be further substituted 
with a{kyl> therefore the amide group such as for example G(P)NH2 or G{0)-N{aikyi)2, or 
0CG)NH-alicyl, has antecedent basis in claim 1 

Slmilariy, the term "sulfohyr has antecedent basis in claii« 1. "Sulfur' is defined 
on page 9 to include sulfonyl group "8(0)2* and to be substituted with a substituent also 
clearly defined in claim 1 such as, for example alky! etc... Therefore a sulfonyl such as, 
for argument purpose, SOaalkyl has antecedent basis in claim 1 . 

The term "sulfonamide" such as for example ~S(0)2NHs or -S(0)2NH-alkyl; has 
sufficient antecedent basis in claim 1 R1 is defined to be a substituted "sulfur" which can 
be substituted with amino and the amino is optionally substituted with alkyi etc, "Sulfur" 
is further defined so that it includes substituted -S(d)2- radical. Applicants assert that 
sulfonamide has antecedent basis in claim 1. 

Applicants deleted the term "guanidine". 

Finaiiy, the term •heteFocydpalkyI is listed in the deftnition of R1 in claim 1 (the 
lO^^vartabie foF R1 in amehcted ciaim 1) and therefore as antec^dfervt basis.^ 

The Examiner re|ected claim 7 and claims dependent thereori as being vague 
and indefinite In that it is unknown what is meant by formula 1^ ia, ii, ib or lib, Appiicants 
amended c{alm 7 to delete Formula fb and lib and Included the phrase "as defined in 
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claims 1 , 4, 5 repectively" to more clearly refer to Formulae I, la and It in the 

correspondsng ciatms. 

The Examiner rejected claims 8, 9. 13 and 16 as being substantia! duplicates of 
claim 1 and rejected ciaims 10, 12 as being substantia! duplicates of claim 7, Applicants 
canceiied claims 8, 9, 10, 12, 13 and 16 without prejudice to the subject matter 
contained ttwresn; therefore the rejection is rendered moot. 

The Examiner rejected claim 11 as being vague and indefinite as aliegediy being 
unclear as which diseases are associated with Chemokine receptors. Applicants 
respectfully disagree, however in order to expedite prosecution, Applicants amended 
claim 1 1 to include specific diseases. Support is found in the specification on page 192. 

The E)®min8r rejected; ciaims 12, 14 and 15 as t«ing indefinite for provsding the 
use of a compotind without setting forth any steps involved in the process. Applicants 
cancelled ciaims 12, 14 and 15 without prejudice to the subject matter contained therein, 
therefore the rejection is rendered moot. 

The Examiner rejected claim 17 as iseing vague and indefinite in that it is not 
known what is meant by the variabies R1, R2, R3, Y, Z. Q and R4 in the various 
formulae IV, V, X and XII. Applicants amended the deperKlency of claim 17 and added 
the phrase "wherein the substituents of Formulae IV, V, X and Xii are as defined in 
Formula i of claim 1" for the corresponding substituents". The Examiner also rejected 
claim 17 as being vague and indefinite in that it is not known what is meant by formula 11, 
la, ib or lib. Applicants deleted these formulae from claim 17. 

All the other rejections raised by the Examiner under 35 U.S.C. § 112, second 
paragraph with respect to claim 17 have been rendered moot by deletion of terms and/or 

phrases. 

Applicant respectfully requests withdrawal of the 35 U.S.C. §1 12, second 
paragraph rejection. 
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Claim ffetectlon under 3S li,S,C. §101 

Claims 12, 14 and 15 stand rejected under 35 U.S.C. § 101 because the claimed 
recitation of use, without setting forth any steps involved in the process, results in an 
improper definition of a f^ocess. Applicants canceifed claims 12 to15 without prejudice to 
the subject matter contained therein, therefore rendering the ciaim rejection moot. 

Applicant respectfully requests withdrawal of the 35 U.S.C. § 101 rejection. 

Applicants have addressed each and every issue set forth by the Examiner. 
Applicants submit that the claims are in good condition for aliowance. 

If the Examiner believes for any reason that personal communlcatfon vwli expedite 
prosecution of this application, the Examiner is inwted to telephone the undersigned at 
(617)871-6027. 

If necessary, the Commissiorjer is hereby authorized in this, concurrent, and further 
replies, to charge payment or credit any overpayment to Deposit Account No< 50-4409 for 
any additionai fees under 37 C.F.R. 116 or under 37 C.RR. 1.17; particuiariy extension of 
time fees. 



Respectfully submitted, 



Novartis Institutes for BidiVledicai Research, Inc. 
220 Massachusetts Ave; 
Cambridge. MA 02139 




Sophie Binet Cross 
Agent for Applicant 
Reg. No. 59,494 



{617)871-5027 



mB: ^FCh2, 2010 
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